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STATEMENT OF CONSIDER TION
CLASS WAIVER FOR INDUSTRIAL USERS.UNDER DOE’S INNOVATIVE AND

NOVEL COMPUTATIONAL IMPACT ON THEORY AND EXPERIMENT (INCITE) @ /ZD
PROGRAM-FOR FISCAL YEAR 2007 AND-BEYOND; W(C)06-003
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7 g time on DOE's Supercofniputers to help researchers In government
labs, unive@t_ig"g,p{éqg industry working on pr”gjgctwanging from desligning more efficient
engines to betier Un'derstand[ng Parkinson's disease, - :

experiments and own alf 6f the resulting inventions and-data, with no Government
license or march-in rights in the inventions, and no obligations to publish the resulting
data. This proprietary user class waiver was intended'to. a0 ba available o users who
Tully fund the work they perform a Supercomputer User facilliles, at the discration of the
Participating supercomputer user tacilittes, where no collaboration with the Laboratory. .
sclentists is contemnplated. ' ' :

If full cost recovery was not intended, then the Nonproprietary Class Walver [W(A)B2-
017] applied to inventions and data, and this walver required, as a matter of policy, the
Government license, march-In rights, unlimited rights for the Government In data
produced under the user-agresment, as‘well as the right to ensure that the results of the
research can:bs published. '

In 2005, Class Waiver W(C)05-004 expanded the INCITE program to include the use of
high end:supercomputing resources at four of DOE's Nationa) Laboratories, which would -
involve precompestitive cooperativa research, where the users waould receive rights to
thelr subject inventions with the same Government rights to inventions and data as with

the Nonproprietary Class Waiver W(A)B2-017.

For the FY 2006 solicitation, an expanded INCITE program was opened to all scientific
researchers and research organizations, Including Industrial Users. The program seught
computationally intensive research projects of large scals that can make high-impact
scientific advances through the usa of a large allocation. of tomputer time and data
storage, with na requirerment of cument Department of Enérgy Sponsorship. Scientisis
from the national and intermnationaj research community were able to request allocations
on machines at Oak Ridge National Laboratory (ORNL), Lawrence Berkelay Nationa]
Laboratory (LBNL), Pacific Northwest Nationa] Laboratory (PNNL) and Argonne National
Laboratory (ANL),
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Subsequently, class waiver W(C})06-002 was issued in connection with the FY 2006
solicitation to eliminate certain confusion caused by the one of the provisions In the
solicitation, It was decided that, in ordero effectively achieve the intent of the 2008
DOE INCITE Pragrarm which was, in large part, to encourage the use of DOE
Supercomputers by private industry, and to rectify the sltuation created by the confusion
caused by the solicitation, class waiver W(C)08-002 was Issted to cover only the four
Industrial Users who had been selected under the solicitation for the 2006 INCITE
program. The class waiver allowed the four Industrial Users to perform their praprietary
research at the DOE supercomputing facility and provided that any inventions and data
produced by the awardses under the user agreement will be owned by the Industria
W Users with no Government license, U S, preference, or march-in rights in the inventions.

o

However, unlike the 1991 Class Waiver for Propristary Users mentioned above, class
waiver W{(C)06-002 requires tha four Indiistrial Users and the:DOE Labaratory to agres
n a meaningful list of research results and dats that will be released to the public, but
ith no other abligation to publish any other data produced by the four industrial Users.
Furthermore, the DOE program agreed that work under the 2006 solicitation could be
performed without the requirement for.full-cost recovery, Thus, as a practical matter, the
 |pdusirialllsers ' 8w class waiver will only be galning the deletion of
the Government llcense, U.S. Preference and march-in rights provisions.

The present class waiver will apply to Industrial-Users selected tinder éolicitaﬁons forFY
2007 and beyond, and will apply to the same extent as described above with reference
to class waiver W{C)06-002. )

* As with class waiver W(C)06-002, experlencs with other user agreesments supporis the
premise that few If any new invenlions will be made by Industriat Users of DOE's user
facillties, such that foregoing any of these rights by the Government still meets the
objectives of DOE's Patent Waiver Regulations, 10 CFR 784.

The present new class waiver will apply to Inventions of the Industrial Users concelved
or first actually reduced to practice in thercourse of or under the user agreement for use
of the supercomputing facility under the INCITE program. This waiver does not cover
inventions of the Laboratory contractor operating the facllity;-which are governed under
‘the terms of the M&O contract with DOE, nor will It apply when the Industrial User is
operating under an agreement with DOE or another federal agency that requires a
different disposition of patent rights.

Supercomputer user facilities have: baan established for use in computationally intensive
large-scale research projects that can make high-impact scientific and industrial .
advances through the use of a substantial allocation of camputer time and data siorage
to support research in fields not necessarily of primary Interest to DOE and wers .
established not only for utliization by DOE, but also by advancing research by offering
these unigue capabllities to tha resiearch efforts of profit and nanprofit entitles, as well as
other Government organizations, The grant of this class walver, therefore, will not only
be consistent with legislative intent of Bayh-Dale, but will also reflect the guidance
provided to DOE in Section 9 of the Fedsrat Nonnuclear Energy Research and
Development Act of 1974, as amended (42 U.S.C. 5908), as implemented by DOE
regulztions governing the granting of patent walvers, in the 1983 Presidential

. Memorandum on Government Patent Policy, and Executive Order 12591,
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It is within DOE’s programmatic purposes under the INCITE Program to encourage
widespread utilization of supercomputer user facilities in the support of computar
Intensive research. It is believed that providing exclusive rights to patentable inventions
{without Governmant rights) made by the Industrial Users of the supercomputer user
facilities would best encourage such utllization By not requiring full-cost recovery for
such rights, this walver should also promote the commercial utilization of subject
inventions and make the benefits of supercomputer user facilities widely availabla to the
public In the shortest practicable time. Accordingly, this waiver is consistent with the
objectives and considerations of DOE's patent waivar regulations.

In view of the fact that this waiver will only apply to Industrial Users selectad under the
INCITE program, there appears ta bs little chance the walver would cause an adverse
effect of compatition.

The availability of this class walver for the Industrial Users shall be autamatic upona
determination by the DOE Field Patent Counsel responsibiae for the supercomputer user
facllity where the work by Industrial Usar will be performed that the user is qualified and
selscted to have accsss fo the facllity, consistent with the INCITE program and all
applicable computer security requirements. . S

Accordingly, in view of the objectives to be attsined and the factors to be considered
.under DOE's statutory waiver policy, all of which have been corsidered, it Is
recommended that a waiver of U.S. and foreign patent rights to Industrial Users
participating In the INCITE prograin under solicitations for FY 2007 and beyond, as
described above, will best serve the Interests of the United States and the general
public. Itis therefore recommended that the walver be granted,

Thikoet P Al meon,
Michael P. Hoffman T ,
Patent Attornsy

Office of the Assistant General Counsel

for Technology Transfer and Intellectual Property

Date
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Pursuant to the authority provided in Section 152 of the Atomic Energy Act of 1954, as
amended (42 U.S.C. 2182), Seclion 9 of the Federal Nonnuclear Energy Research and

" Development Act of 1974, as amendad (42 U.S.C. 5908), and the implementing
regulations promulgated thereunder for walvers of patent rights, it is concluded that it is
in the best interests of the United States and the genera! public to grant a waiver of
patent rights to the class represerted by Industrial Users under the 2007 FY INCITE
program. Therefore, It Is ordered that a waiver of U.S. and foreign patent rights ta the
class of Industrial Users described In the foregoing Statament of Considerations is
hereby granted. The waiver is limited to Inventions of the Industrial Users which are
conceived or first actually reduced to practice in the course of or under an agreement for
the use of the supercornputing facilities for the INCITE program, and is subject to all the
limitatlons, terms, and conditions set forth in the foregoing Statement of Considerations.
The Assistant General Counsel for Technology Transfer and Intellectual Property shall
be responsible for issuing instruct ons for implementation of this walver in accordance
with DOE regulations for the waiver of patent rights.
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